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OFFICE ACTION SUMMARY 



R^ponsive to communication(s) filed on . 
(S^This action is FINAL. V, : . 

Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quay/e, 1935 D.C. 11; 453 O.G. 213, ' ^, ■ ■ 



A shortened statutory period for response to this action is set to expire . 



V moiift{sj , or thirty days, 



whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause ■ : 
■ the application to become abandoned. (35 U.S.C. § 1 33). Extensions of time may be obtained under the provisions of 37 CFR ; ,< 
.1.136(a). , » ^ ' 



'OlapoaRlon .of Claims 



Mjf the above, ci{Dm(s) 

5a^ni(s) , ^ - 7 

H'Xlaim{s) '3~ 

D Claim(s) 

□ Ctaim(s) 



I s/are pending in the applicaton. 
Js/are withdrawn from consideration. 

" i s/are allowed. 
i s/are rejected. 



Js/are objected to. 



Application Papere 

Q See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 



_are sutiject to restriction or election requirement. 



D The drawing(s) filed on . 

n The proposed drawing correction, filed on 

Q The specification is oi)jected to by tfie Examiner. 

The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
Q All D Some* □ None of the CERTIFIED copies of the priority documents have been 
O received. 

Q received in Application No. (Series Code/Serial Number) . 

1^ received in this national stage application from the Internat ional Bu iea u (PCT Rul o 1 7.2(a)). - 

'Certified copies not received: 



is/are objected to by the Examiner. 
Is □ approved Q disapproved. 



□ Acknoviriedgment is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 

□ Notice of Reference Cited, PTO-892 

□ Infonnation Disclosure Statement(s), PTO-1449, Paper No(s). 

□ Interview Summary, PTO-413 

O Notice of Draftperson's Patent Drawing Review, PTO-948 
Q NoUce of Informal Patent Application, PTO- 1 52 

-SEE OFFICE ACTION ON THE FOLLOWING PAGES- 



PTOL.326 (Rm. 9/96) 



* U.a 8P0; 1 998-404^99^..' 
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Part III DETAILED ACTION 

1. Applicant's election with traverse of Group II in Paper No. 5 is acknowledged. The 
traversal is on the ground(s) that the invention encompassed by the claims of Group II could be 
examined at the same time as the invention encompassed by the claims of Group VII because the 
searches would substantially overlap. This is not found persuasive because art concerning the 
novelty of the polynucleotides does not need to address multiple uses of the polynucleotides such 
as their uses as probes, for expression of the protein, for gene therapy, or for antisense 
technology. Therefore, art drawn to the cloning or isolation of the polynucleotides in and of 
themselves can be substantially different from art drawn to various uses, and would not 
substantially overlap, thereby maintaining a search burden. 

The requirement is stiU deemed proper and is therefore made FINAL. 

2. Claims 1-2 and 13-21 are withdrawn from fiirther consideration by the examiner, 37 
CFR 1 . 1 42(b), as being drawn to a non-elected invention, the requirement having been traversed 
in Paper No. 5. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section^nadelivttiiis^ffice^ction^^ 

A person shall be entitled to a patent unless ~ 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this countiy, more than one year prior to the date of application for patent in the United States. 
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4. Claims 3-12 are rejected under 35 U.S.C. 102(b) as being anticipated by Cabeza-Arvelaiz 
at al. ("Cabeza-Arvelaiz"). Cabeza-Arvelaiz disclose a KLC polynucleotide and polypeptide, 
vectors, and host cells (abstract, pages 882-883, and Figures 1-2). which meet the limitations of 
the claims because the claims comprise and encompass fragments of KILCH which can be found 
in the KLC of the prior art of Cabeza-Arvelaiz. Because of these sequence identities, the KLC of 
Cabeza-Arvelaiz would also hybridize to the instant invention, given that no specific conditions 
for hybridization are recited in order to exclude KLC. 

5. Claims 4-6 and 8-9 are rejected under 35 U. S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. Claims 4 and 8 recite a percentage of polynucleotide sequence 
identity, but the specification does not set forth tiie definitive algorithm by which this can be 
calculated. The specification does not describe how many and what penalties gaps are given, how 
long the gaps may be, whether substitutions for encoded conservative amino acids are heated 
differentiy than other substitutions, how are additions heated between sequences of unequal 
length, how non-coding regions are to be compared for claim 4, etc. The variables and 
jgarameters by which any algorithm can be used to calculate sequence identity are not set a 



constant value in such clear and concise terms in the disclosure as to give^ie"HSinsirietes-^ 

bounds which are definite. 

Claim 5 does not set forth the specific hybridization conditions used, and several are given 
in the disclosure, so the claim is vague and indefinite because the artisan cannot determine from 
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the claim if low, medium, or high stringent conditions are being used to set the metes and bounds. 
Very low stringent conditions would encompass every polynucleotide, while very high stringent 
conditions would just encompass SEQ ID N0:2. 

Claims 6 and 9 are indefinite because they do not recite if the sequence is fiilly or partially 
complementary to the reference sequence. 

6. Claim 3 (and ttierefore dependent claims 4-6 and 10-12) are objected to for being 
dependent on non-elected independent claim 1 . 

7. No claim is allowed. 

8. Any inquiry concerning this communication or earlier communications firom the examiner 
should be directed to Stephen Gucker whose telephone number is (703) 308-6571 . The examiner 
can normally be reached on Monday to Thursday fi:om 0730 to 1800. If attempts to reach the 
examiner by telephone are unsuccessful, the examiner's supervisor, Anthony Caputa, Ph.D., can 
be reached on (703) 308-3995. The fax phone number for this Group is currently (703) 308- 
4242, but Applicant should confirm this by phoning the Examiner before faxing. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 308-0196. 




Stephen Gucker 



May 10, 1999 



